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REMARKS 

In the Office Action mailed September 30, 2004, the Examiner has rejected the claims as 
follows: 

1. Under 35 U.S.C. §1 12, first paragraph, as lacking enabling disclosure 
(claims 24-26); 

2. Under 35. U.S.C. § 1 12, second paragraph, as indefinite (claims 13, 16, 
and 28-31); and 

3. Under 35. U.S.C. §1 12, fourth paragraph, as being of improper dependent 
form (claim 13). 

Additionally, the Examiner has objected to various informalities in the Specification and 
Abstract and in claim 9, 10, and 1 5-17. Applicants note with appreciation the Examiner's 
indication that the subject matter of the pending claims would be allowable if rewritten to 
overcome the aforementioned objections and rejections. 

With the above amendments, claims 13, 25, 26, and 28-31 have been cancelled and 
claims 9, 10, and 15-17 have been amended. Thus, claims 1-12, 14-24, and 27 remain 
pending in the application. 

The Examiner's rejections and objections are addressed, in part, by the above- 
amendments and are otherwise traversed by the arguments presented below. 



The Amendments to the Specification 

The Abstract has been amended to reflect the structure of the claimed compounds. 

At page 7, line 25. the misspelled word "cycloaklyl" has been replaced with the correct 
word "cycloalkyr. 



Page 8 

PAGE 9/18 * RCVD AT 12/2012004 7:40:35 PM [Eastern Standard Time] 1 SVR:USPTO«EFXRM0 * DNIS:8729306 1 CSID: 1 DURATION (mm-ss):04-18 



BEST AVAILABLE COPY 



12/20/^004- 16J45 CU THERfiPEUT I CS 17038729306 NO. 132 D010 



Response to September 30, 2004 Office Action 
^ Application No. 10/657,762 

Attorney's Docket No. 02-166 
Page 9 



At page 33, line 17, the name »(2S^S,4R,5R>3,4-dihydxoxy-5-[2K4-hydroxypent-l- 

• ynylWme^^ *** been replaCed ^ 

«X4S,2R3R,5R)-2-[-2K4-hydroxypent^^^ 

(hydroxymethyDoxolaae-S^or The initial term »3,4-dihydroxy» is redundant, as the 
hydroxy groups are identified as "3,4-dior. 



The Amendments to the Claims 

Claims 9, 10, and 15-17 have been amended to correct various minor typographical 
errors. 

Claims 13, 25, 26, and 28-31 have been cancelled. Cancellation ofthese claims is 
without prejudice, without intent to acquiesce in any rejection of record, and without 
intent to abandon any previously raised subject matter. 

No new matter has been added to the application by way ofthese specification and claim 
amendments. 



The Rejection uuder 35 U.S-C 112, First Paragraph 

The Examiner has rejected claims 24-26 under 35 U.S.C. 1 12, First Paragraph. Applicant 
respectfully traverses the rejection. „ 

The main thrust of the Examiner's rejection is based upon the allegation that the 
administration of adenosine Aj-agonists is not known in the art to treat any specific 
disease state, including cancer and neutropenia. Applicant respectfully disagrees. An 
internet search, using the search term "A 3 adenosine agonist" provides over 1000 articles 
that discuss the uses of A 3 adenosine agonists and antagonists. For the convenience of 
the Examiner Applicant has provided a copy of one ofthese articles - from Science and 
Technology, February 12, 2001, vol. 79, No. 7, pp 37-W. The article states that a number 
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of A 3 agonists and antagonists have entered clinical trials for several human diseases. In 
addition, Pnina Fishman of the Felsenstein Medical Research Center in Israel has 
published several papers on the use of A3 agonists for shrinking tumors. Also, A 3 
agonists that limit heart damage to cardiac muscle are currently being studied by the 
Penn-NEDDK group, and by Merck, and it has been found that the chronic administration 
of A 3 agonists is highly cerebroprotective in a gerbil models. 

Accordingly, Applicant respectfully submits that it is well know in the art that A 3 
agonists are useful in the treatment of various disease states. Nonetheless, in the interest 
of expediting prosecution, Applicant has canceled claims 25-26. The cancellation of 
claims 25 and 26 is without prejudice, without intent to acquiesce in any rejection of 
record, and without intent to abandon any previously claimed subject matter. Applicant 
reserves the right to reintroduce the canceled subject matter in a continuing application. 

With respect to claim 24, Applicant has clearly demonstrated in the Examples that the 
compounds of the invention are A 3 -agonists, see Examples 18-20. The claimed 
compounds must, therefore, be presumed to have those properties known in the art for 
A 3 -agonists. Thus, claim 24 is allowable. Reconsideration and withdrawal of the 
rejection of claim 24 is in order and is respectfully requested. 



Rejection of Claims 13, 16 and 28-31 under 35 U.S.C 112, Second Paragraph 

The Examiner has rejected claims 13, 16 and 28-31 under 35 U.S.C. 112, second 
paragraph. The Examiner indicated that these claims would be allowable if the claims 
were rewritten to rectify the incorrect nomenclature. As claim 13 has been cancelled, the 
rejection as it pertains to claim 13 is now moot. 

With respect to the remaining claim rejected under 35. U.S.C. §112, second paragraph, 
Applicant submits that the Examiner's reasons for rejection have all been addressed by 
the above-amendments. Reconsideration and withdrawal of the rejection are accordingly 
requested. 
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Rejection of Claim 13 under 35 U.S.C 112, Fourth Paragraph 

The Examiner has rejected claim 13 under 35 U.S.C 112, fourth paragraph, stating that 
the claim was in improper dependent form. As claim 13 has been cancelled, the rejection 
is now moot. 



The Objections to the Claims and Specification 

hi view of the above amendments to the Abstract, Specification, and claims, Applicant 
submits that the Examinef s various objections to the same have been fully addressed. 
Applicant wishes to thank the Examiner for his diligence in reviewing the application * 
fro drawing Applicant's attention to the various informalities and misspellings. 
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Conclusion 



For the foregoing reasons, Applicant submits that the claims comply with the 
requirements of 35. U.S.C. §§1 12 and are in condition for allowance. A Notice of 
Allowance is requested, and a prompt mailing thereof would be much appreciated. 

Should the Examiner have any questions, he is invited to contact the undersigned attorney 
at (650) 384-8650. 



CV Therapeutics, Inc. 
3172 Porter Drive 
Palo Alto, CA 94304 
Phone: (650) 384-8874/8671 
Fax: (650) 475-0359 



Respectfully submitted, 



Date: December 20, 2004 




Pauline Ann Clarke 
Reg. No. 29,783 



S:\LEGALCVT\Patent\Doci\024J 66\02-lW-OA-l.doc 
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appendix a 
Marked-tip Version of the Spe cification 
indicating Amendmen ts Made 

The paragraph beginning on line 24 of page 7: 

The term "arninocarbonyl" refers to the group -C(0)NRR where each R is 
independently hydrogen, alkyl, cyc lo alrfyl cycloalkyl, aryi, heteroaryl. heterocyclyl or 
where both R groups are joined to form a heterocyclic group (e.g., morpholino). Unless 
otherwise constrained by the definition, all substituents may optionally be further 
substituted by 1,2, or 3 substituents chosen from alkyl, carboxy, caiboxyalkyl, 
aminocarbonyl, hydroxy, alkoxy, halogen, CF 3 , amino, substituted amino, cyano, and - 
S(0)„R. where R is alkyl, aryl, or heteroaryl and n is 0, 1 or 2. 



The Compound identified on lines 17 and 18 of page 33: 

(AQ?^ w | <ji<V2.r-2-^-hvdmxvoen t -i .vnvlV6.(methoxvarmno) purin-9-yl } -5- 
rhvdroxvmethvDe S ,3S,1R,5R) 3,4 qih/droicy 5 [? Q l ij d i oxypont 1 y n y l ) *■ 
(mcthoxyamino)purin 9 yll oxolane-3,4-diol; mp 90-92°C (dec); 
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The Abstract of the Disclosure: 



Disclosed are novel adenosine A 3 receptor agonists. 



ABSTRACT Q V gffi DISCLOSURE 
Disclosed are novel adenosine A 3 receptor agonists i 




f Formula I: 



NRR 




Formula I 

wherein: 

R is hydroge n or lower alkvk 

r* u optionally «iihsri*iited low e r *iko*y or optionally substituted cycloslfcyloxy; 
R 2 is hydrogen, optionally siib «rt*i**t alkvl. optionally substituted cycfcalkyl, 

^^ii y cnhstituted arv V npt frnally substituted heteroary^ or optional ^ 

S afesgtotgd tri^ lfeylsilvl: and 
R 3 is hvdroyY^ethvl or R' RfoCfOV; 

to w wh R 4 and F* «™ hvdr^en. or ally substituted *lkyl optionally substituted 
rvrloalkvL optionally substitut e d hftterocvclvK optionally substituted aryV or 
optionally substituted heteroarvh 



Page 14 

[ j PAGE 15/18 * RCVD AT 12/20/20M 7:40:35 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/0 * DN!S:8729306 * CSID: * DURATION (mm-ss):04-18 



This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ rjRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCES) OR EXHTBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: — 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



